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IN THE 


_ CIRCUIT COURT OF THE UNITED STATES, 
-* Northern Disraicr or Illinois 
Mati SBN “Rastern Division. 


IN EQUITY. NO. 


Suir on Beruiner Gramopnone Parent No. 534,543. 


VICTOR TALKING MACHINE COMPANY, a Cor- 
poration Duty Orcanizep anp Existing UnpER 
AnD Pursuant To THE Laws or THE Stare or New 
Jersey, anv UNITED STATES GRAMOPHONE 
COMPANY, a Corporation Duty Orcanizep AND 
Existing Unper anp Pursuant To THE Laws oF THE 


Site’ or West Vincrnia, 
Complainants, 


v 
SIEGEL, COOPER & COMPANY, 
a@ corporation .duly organized and 
existing.under and pursuant to the 
laws of the State of Illinois, 


Defendant. 


BILL OF COMPLAINT. 
To the Honorable, the Judges of the Circuit Court of 
the United States, forthe Northern 
District of | Illinois , 
Bastern Division, in Chancery sitting: 


Victor Talking Machine Company, a corporation 
duly organized and existing under and pursuant to the 
laws of the State of New Jersey, and having its prin- 
cipal office and place of business in the City of Caxii- 
den, State of New Jersey, and the United States Gram- 
ophone’ Company, a corporation duly organized and 
existing under and pursuant to the laws of the State 
of West Virginia, and having its principal place of 
business at Harpers Ferry, State of West Virginia, 
bring this their Bill of Complaint against 










ATTTNOT 
OLLAR nyt, ED PLY 






14 LHE 














2 





Siegel, Cooper. & Company, a corporation duly organized 
and) existing under and pursuant to the laws of the State 


of Illinois, and having'a regular and established place of 





business in the icity lof ‘Chicago, County of Cook, State of 






Illinois, and within the’ Eastern Division of the Northern 






District of Illinois, a 





And thereupon your orators complain and say: 


1. That Emile Berliner, of the City of Washing- 
y ton, District’ of Columbia, was the original, first and 
ie sole inventor of certain new and useful improvements 
i; in Gramophones,; being improvements relating to re- 
cording and reproducing speech and other sounds, 
which improvements were not known or used by others 
in this country before his invention thereof, and were 
not patented or described in any printed publication in 
this or any foreign country before his invention | 
thereof,'and was not in public use or on sale in the 
i ; United ‘States for more than two years prior to his 
application for a patent therefor, and which had not 
been abandoned. 





2. Your orators further show unto-your Honors 
that the said Emile Berliner, being as aforesaid the 
first inventor and discoverer of the said new and use- 
ful improvements in gramophones or improvements re- 
lating to'recording and ‘reproducing speech and other 
sounds, did, on 'the thirteenth day of March, 1892, duly 
make application to the Honorable’ Commissioner of 
Patents, at Washington, D: C., for Letters Patent of 
the United States for the said invention, and on the 
said date filed his said application with’ the said Hon- 
orable Commissioner of Patents in due and proper 
| form, and thereafter duly and fully prosecuted said 
application. 





38.. Your orators further show that the said Emile 
Berliner being then the sole and exclusive owner of the 
said invention, and of all letters patent of the United 
States to be issued therefor, did, during the pendency 
of the said application, by instrument in writing duly 
executed the twenty-ninth day’ of January, 1895, and 
recorded at the Patent Office at Washington, D. C., in 
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Liber C. 51, page 185, ete., of Transfers ‘of Patents, 
assign, sell and set over unto your orator, the United 
States Gramophone Company, the exclusive and entire 
right, title and interest in and to the said invention, 
and in’and to all letters patent to be issued therefor, 
and all rights of the said Berliner therein and there- 
under whatsoever, as by reference to the said instru- 
ment, or a duly authenticated copy thereof, in Court 
to be produced; will more fully and at large appear. 


4. Your orators further show that upon the said 
application of the said Emile Berliner, letters patent 
of the United States were issued in the name of the 
said Emile Berliner to your orator, the United States 
Gramophone Company, as assignee, in due form of 
law, in thesname of the United States of America, 
under the seal of the Patent Office of the United States, 
signed by the Secretary of Interior, and countersigned 
by the Commissioner of Patents of the United States, 
and duly delivered, bearing date the nineteenth day of 
February, 1895, and numbered 534,543, whereby there 
was granted and secured to your orator, the United 
States Gramophone Company, its successors and as- 
signs, for: the term of seventeen years from the date 
of said letters patent, and within the United States and 
its, Territories, the full and exclusive right and liberty 
of making, constructing, using and vending the said in- 
vention and improvements, as set forth in the said let- 
ters patent, a duly certified copy of which is ready here 
in Court to be produced, and by virtue whereof, and of 
the said assignment, your said orator, the United 
States Gramophone Company, became the sole owner 
of. all rights and privileges, granted and secured, by 
the said letters patent, and of all rights of the said 
Emile Berliner in the premises, a copy of said Letters 
Patent, No. 534,543, being hereto annexed and marked 
Exhibit A... 


‘5, Your orators further show unto your Honors 
that subsequent to the issue of said letters patent No. 
534,543 in suit, that by virtue of certain agreements in 
writing duly executed and delivered, and which are 
ready in’ Court’ to be produced, your orator, the said 
Victor Talking Machine Company, became, is now, and 
has been at all times since October 5, 1901, the sole and 
exclusive licensee under the said letters patent No. 
534,543 in suit, for the manufacture and sale of said 
invention patented in said letters patent throughout 
the United Statgs. 

And your orators further show, that by virtue of 
the premises the said United States Gramophone Com- 
pany is now and has been at all times since the date of 
the said assignment to it, the sole and exclusive owner 
of the said letters patent No. 534,543, and your orators 
further show unto your honors that they are now the 
sole and exclusive owners of the legal and equitable 
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title in and to said letters Patent No. 534,543, and in 
and to the improvements therein contained and: all 
rights of action thereto pertaining, as will more fully 
and at large appear by reference to the said agree- 
ments and assignments, all of which will in Court be 
produced. 


6. And your orators further, show unto your Hon- 
ors that they have expended large sums of money in 
practicing said invention and improvements patented 
in the, said Letters Patent, No. 534,543, and in intro- 
ducing the same into public use, and the same are of 
great. commercial value and practical utility; that a 
great. public interest has been manifested therein, and 
a, large demand created for apparatus constructed in 
accordance with, or embodying the same, which de- 
mand, your orators are ready and able to supply; that 
the public generally, in all parts of the United States 
have recognized and acquiesced in the facts that the 
said Emile Berliner was the first and original inventor 
of the said invention, and that the Patent No. 534,543, 
is good and valid, that the public have also acknowl- 
i edged the claims of your orators to the exclusive rights 
r of the. said invention under said patent; and that but 
f for the infringements and wrongs hereinafter com- 
plained of and of a few recent infringements encour- 
aged by the unlawful acts of this defendant, your ora- 
tors would: be now in peaceful possession and enjoy- 
ment of the said letters patent and invention, and of 
the income derivable therefrom; and that your orators 
and their predecessors ‘in title, have never acquiesced 
in any infringement of their rights in the premises at 
any time. 











7. Yet, as your orators are informed and believe 
and further show unto your Honors, that the said de- 
fendant herein named, well knowing all the facts herein 
set forth, but contriving to injure your orators, and 
deprive them and each of them, of the benefits and 
advantages which might and otherwise would accrue to 
them, and each-of them, from the said patented devices, 
methods and things,‘ has made, sold and used, and is 
now. making and selling and using, apparatus and 
things relative to sound recording and reproducing, 
having and containing the devices and things patented 
in said Letters Patent No. 534,543, particularly in 
elaims 5 and 35, and employing methods covered by 
the said letters patent, or in all substantial respects 
the same, the exclusive right to make, use and vend 
‘ee which to others to use is legally vested in your orators. 











¥ 8. And your orators further show unto your Hon- 
ors that notwithstanding the fact that the said defend- 
ant has been duly notified by your orators of your 
orators’ rights in the’premises, and of the fact that the 
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said defendant was infringing the said letters patent 
‘ofyour, orators, and’ thatthe said defendant should 
ist. from such infringements, the said defendant has 
ed,/and is still continuing, to the great and irre- 
“parable damage and injury of your orators, the manu- 
Q fatnres sale and use of the said infringing devices and 
things. 1 





‘9: And your orators further show that they have 
given notice to the public that the said invention is 
patented and have affixed, or caused to be affixed, to all 
apparatus. and devices manufactured and sold under 
the authority of your orators the word ‘‘Patented,’’ 
together with the day and year of the grant of the said 
patent, of which notice the said defendant had full 
knowledge. 


10.. And so it is, may it please your Honors, that 
the said defendant, as your orators are informed and 
believe, without the license of your orators, or any of 
them, and without any license whatsoever, against the 
will of your orators, and in violation of their rights, 
has: made. and sold, and intends to continue 


to make and sell within the Northern District 


of  Tllinois ; Eastern Division, 


and elsewliere- within the United States said pat- 
ented devices’ and things each having and con- 
taining the said, patented features, substantially 
the same in all material’ respects in construction, op- 
eration and effect as in your orators’ said letters pat- 
ent mentioned, and employing methods covered by said 
letters patent; and that the said defendant, is largely 
advertising said infringements, to the great damage 
and injury of your orators, and that the said defendant 
refuses to pay unto your orators any of the profits 
which said defendant has made by such unlawful man- 
facture and sale, or to desist from any further infringe- 
ment of the said letters patent though requested so to 
do, all of which acts and doings are in violation of- the 
exclusive rights and privileges so, as aforesaid, vested 
in your orators under and by virtue of the said letters 
patent, are contrary to equity and good conscience, . 
tend to the manifest injury of your orators in the prem- 
ises, and will, if said defendant is allowed to continue 
said ‘infringements, irreparably damage and injure 
your orators, and each of them, depreciate and destroy 
the value of the exclusive franchises to which your ora- 
tors are entitled under the patent aforesaid, and will 
deprive your orators of the benefits and advantages for 
the loss of which there exists no adequate legal remedy. 





11. Your orators also show that in a suit in equity 
brought in the United States Circuit Court, of the 
Southern District of New York, No. 8627, by these com- 


plainants, against the American Graphophone Com- 
» pany:for'infringement of. said Letters Patent, No. 534,- 
543;"in' suit;swhich case, was argued upon - prima facie 
. and ‘ebuttal proofs for the complainants, and proofs 
in'defence by the defendant, in which a strong defence 
was made, Judge Hazel in an elaborate opinion of Sep- 
tember» 28,1 1905}! adjudged the said: Letters Patent as 
good"and !valid;*holding that the ‘defendant had in- 
fringed: Claims: 5 and35 thereof, and: adjudging the 
complainants’ herein entitled to a decree for an injune- 
tion and’ costs, ‘the ‘same! being reported in 140 Fed. 
Rep., page 860, that thereafter and on October 27, 1905, 
a decree was entered 'in accordance with said opinion, a 
certified copy of which is ready in Court to be produced. 
ed. Rey mee it 
‘“°'12. "Youn! orators also show that thereafter the said 
defendant; ‘the American Graphophone Company, duly 
took and perfécted'dn appeal to the United States Cir- 
euit' Court'of ‘Appéals, for the Second Cireuit, which 
appeal'was ‘duly argued by counsel for the respective 
parties, |‘and 'that' on ‘March 1, 1906, the said United 
States‘ Circuit’ Court of Appeals, for the Second Cir- 
cuit, in’ a’ pé? curiam} reported in 145 Fed. Rep., page 
350, affirmed the said’ opinion and decree of the United 
States Court’for the Southern District of New York, 
and that thereafter a mandate was duly issued and filed 
in the Circuit Court, a final decree being entered in ac- 
cordance’ ‘with “said mandate on April 6, 1906, and a 
perpetual injunction’ issued ‘and served upon ‘the de- 
fendant on April 6, 1906, restraining and enjoining the 
defendant from infringing Claims 5 and 35, of said Let- 


ters Patent, No: 534,543, in suit, certified copies of which 
are ready in Court to be produced. 


13.. And your orators further show unto your Hon- 
‘ors, that’ the opinion and decree of the United States 
Cireuit Court, for the Southern District of New York, 
in said suit by these complainants, No. 8627, against 
the American Graphophone Company for infringement 
of said Letters Patent, No. 534,543, in suit, adjudged 
the'said defendant to have infringed Claims 5 and 35 of 
said patent in suit, and that said opinion and decree of 
said Cireuit Court, for the Southern District of New 
York, was affirmed by the United States Cireuit Court 
of Appeals, for the Second Circuit, and that the talking 
machines and talking machine records introduced into 
evidence as the manufacture of the defendant in said 
suit and upon which the Court passed, were the same 
in ‘all ‘material respects as the talking machines and 
falling machine records manufactured by the defendant 
herein. 


14. Your ‘orators also show that in two’ suits in 


equity brought in the United States Circuit Court, for 
the Southern District of New York, No. 8797, and 8859, 
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. by! these complainants against the Leeds & Catlin Com- 
d Talk-O-Phone Company, ' respectively, 

inge fof saidLetters Patent, No..'534,543, 

it, Which*cases were argued upon motions for pre- 
liminary injunction by’ the complainants, and in which 
‘the! defendants ‘filed voluminous opposing affidavits, in- 
cluding almost évery conceivable defence known, and 
in'which a strong defence was made, Judge Townsend, 
in an opinion ‘filed April \26, 1906, adjudged the said 
Letters’ Patent as good and valid, holding that the de- 
fendants had infringed Claims 5 and 35 thereof, and 
adjudged complainants’ herein entitled to a decree for 
injunction ‘and costs, thésame’ being reported in 146 
Fed. Rep., page 534.’ Thereafter and on May 2, 1906, 
decrees’ for preliminary ‘injunctions in accordance with 
the said opinion of Judge Townsend were filed, certi- 

Uae fied copies of which are ready in Court to be produced, 
es the preliminary ‘inijunctions being stayed pending ap- 






Yana peal, the defendant, Leeds & Catlin Company, having 
wa been required to file a bond in the sum of Ten thou- 
ig sand dollars ($10,000); while the defendant, the Talk- 
O-Phone Company, was required to file a bond in the 
sum of Twenty-five thousand dollars ($25,000), in view 
of said stay of appeal. 
\ 1 
15. Your orators..also show that. thereafter the 
said defendants, ‘the Leeds & Catlin Company and the 
Talk-O-Phone: Company,..duly took: and perfected ap- 
peals to the:United ‘States Cireuit Court of Appeals, 
for the Second Circuit, whicli appeals were duly argued 
by counsel for the respective parties, on October 11th 
and ‘12th, 1906, before the Honorable Circuit, Judges 
Wallace, Lacombe and Coxe; and that on October 12th, 
1906, ‘the Honorable Judge Wallace, speaking for the 
United States Circuit Court of Appeals, for the See- 
ond Circuit, in a per curiam, affirmed in open court the | 
said, decrees of the United States Circuit. Court, for 
the Southern District of New York, adjudging the com- 
plainants herein entitled to. decrees for preliminary 
injunctions, and costs, the same being reported in 148 
Fed. Rep., page 1022, and that thereafter in conformity 
with, said per curiam, mandates were duly issued and 
filed, and decrees for preliminary injunctions in con- 
formity with said mandates were filed on October 27th, 
1906, in both of said. suits against the Leeds & Catlin 
_Company,.and ‘the Talk-O-Phone Company, certified 
copies of which are ready in Court to be produced. In \ 
conformity with said decree, preliminary injunctions 
were issued the same day and served upon the defend- of 
ant, the Leeds.& Catlin Company, on October 29, 1906, } 
and upon. the Talk-O-Phone Company, on November 2, "1 u 
if 1906, restraining and. enjoining the-defendants from if 
P infringing Claims 5 and 35, of said Letters Patent, No. a 
534,543, in suit, certified copies of which are ready in i 
court.to be produced. “i 
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rit/of preliminary injunction 

eéds “8 Spat mn. October 29,’ 

as‘issued ‘on November '19; 1906, out of 

I ed ates! Circuit Court,’ for the Southern Dis- 

trict of ‘New ‘York; to' show cause’ why an attachment 
should not'issue against! thé said Leeds & Catlin Com- 
pany, and'that'the' latter ‘be punished for contempt of 
the’ ‘said preliminary’ injunction,’ and that upon the 
return of ‘said Rule'to show cause, namely, on January 
11;/1907,' the Honorable'E. Henry Lacombe, Circuit 
Judge; held the Leeds &'Catlin Company to be in con- 
tempt of court'for having! violated said writ of pre- 
liminary: injunction, so issued as aforesaid, and ordered 
that @ fine of $1,000 should be imposed, said fine to be 
stayed pending’ appeal; the opinion being dated Janu- 
ary 5, 1907, and reported in 150 Fed.' Rep. 147. A cer- 
tified copy of the decree, entered in view of Judge La- 
combe’s opinion, is ready in court to be produced. 





‘17. And your orators further show that upon the 
filing of security for the payment of said fitie, the said 
writ of. preliminary injunction was partially stayed 
pending appeal from said order holding the defendant 
in contempt, a bond in the sum of $10,000 being required 
of the defendant as security for the damages and profits 
accruing during the period of said stay, and on May 6, 
1907, an appeal having been, taken and prosecuted, the 
United States Cireuit Court of Appeals, for the Second 
Circuit, affirmed the order of the United States Cireuit 
Court, for the Southern District of New York, in hold- 
ing, the said Leeds. & Catlin Company in contempt gnd 
imposing a fine of $1,000, the opinion being reported in 
154 Fed, Rep., page 58. 








», 18. And, your orators further show that subse- 
quently to the said decision of the said Circuit Court of 
Appeals aflirming the,decree of the lower Court grant- 
ing the preliminary injunction against the said Leeds & 
Catlin Company, and, subsequently to ;the decision of 
the said Circuit, Court of Appeals affirming the decree 
of, the lower court, finding the said Leeds & Catlin Com- 
pany in contempt for violation of the said preliminary 
injunction, the said Leeds & Catlin Company filed peti- 
tions, to. the Supreme Court of the United States peti- 
tioning the grant of writs of certiorari to,the said Cir- 
cuit, Court of Appeals, for the Second Cireuit, to review 
the said decree, and judgment of affirmance, and on May 
27, 1907, the said Supreme Court of the United States, 
granted the-said, petitions for writs of certiorari to re- 
view the said decree for preliminary injunction and the 
said judgment for contempt against the said Leeds & 
Catlin Company, (206 U. S., page 796). Thereafter the 
said writs of. certiorari, so granted by the Suprethe 
Court of the United States, were issued to the Circuit 
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decree complainants’ taxable costs amounting to sev- 
eral hindred:dollars-were paid to complainants by, the 
~ said defendant, Talk-O-Phone Company. Copies of 
{ ‘nthersaid final: decree’ and: of the perpetual injunction 
herein referred to are here ready in court to be pro- 
» yduced, 





20. Your orators further show that in a recent 
suit in the United States Circuit Court for the Southern 
District of New York, wherein these complaints, 

* namely, the Victor Talking Machine Company and the 
United States Gramophone Company, were the com- 
plainants and William H. Hoschke, et al., were defend- 
ants, a motion for preliminary injunction was argued 
before Judge Hough, based upon the infringement of 
Claims 5 and 35 of the patent in suit. ‘Oral argument 
of the said motion was had before Judge Hough on 

; December 6, 1907, and upon a voluminous record and 

i= exhaustive opposing briefs, the case was taken under 

advisement, and.in an opinion filed December 28, 1907, 

Judge Hough granted the complainants’ motion for 

| the preliminary injunction, the opinion being reported 

| in 158 Fed. Rep., page 309. 

Subsequently a decree for preliminary injunction 
was entered in accordance with said opinion, a certified 
copy of which is ready in Court to be produced, and 
thereafter a preliminary injunction in accordance with 
said decree was duly issued and served upon the de- 
fendants, a certified copy of which is ready in Court 
to be produced; and no appeal has been taken from 
said decree so granting said preliminary injunction. 


21. Your orators further show that in another re- 
cent suit by the complainants herein against the Duplex 
Phonograph Company in the United States Circuit 
Court for the Southern Division of the Western Dis- 
trict of Michigan, the patent, in suit, herein has again 
been adjudicated as valid and infringed as to Claims 5 
and 35 thereof; the said suit against the Duplex Phono- 
graph Company being argued at final hearing upon 
full pleadings and proofs upon a voluminous record 
and exhaustive briefs, and was taken under advisement 
by the court, the defenses relied upon by the defendant 
being practically every defense which was relied upon 
by the said Leeds & Catlin Company in the suit hereto- 
th fore referred to and which were before the Supreme 
Court of the United States as hereinbefore set forth, 
as well as other defenses based upon alleged non- 
infringement. Thereafter, and on May 27th, the Hon- 
orable Judge Knappen filed an opinion in favor of the 
complainants herein, and ordered the issuance of a 
permanent injunction and accounting of damages and 
! profits, a certified copy of the opinion of the Honorable 

Judge Kappen being ready in court to be produced. 

















Home; FULUPTS Loe UMONTTNS fO ZcL+ 





10 





ME ae “i 





-15- 


22. Your orators further show unto your Honors, 
that in another suit by the complainants against Hawthorne i 
. | 
& Sheble Manufacturing Company, in the United States | 


Circuit Court for the Eastern District of Pennsylvania, . 


the patent in suit herein has again been adjudicated as 
valid and infringed as to claims 5 and 35 thereof. | 
The said suit against the Hawthorne & Sheble Manufacturing 
Company was brought in October, 1907, and the infringing 
machine was in all material respects the same as the in- 
fringing machine of the Duplex Phonograph Company in 

the suit hereinbefore mentioned, and after the decision i) 
of Judge Knappen in the said suit against the Duplex i 
Phonograph ;Company upon motion for preliminary injunct- 

ion, the Honorable Judge Archbald granted said motion 

for preliminary injunctionagainst said Hawthorne & Sheble 
Manufacturing Company .’on June 4, 1909, in an oral 


opinion from the bench, and ordered the issuance of a 


preliminary injunction. 
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Your! orators’ further show ''that said Letters 
Patent,'No: 534,543, in suit, have been before various 
Circuit: Courts’ of the United States and the United 
States Circuit) Court of Appeals in’ various other 
actions! in’ equity, brought by these complainants 
against’ sundry‘infringers of said patent, and that in 
all of said‘suits}' the ‘said Letters Patent No. 534,543, 
in suit, ‘has‘invariably been sustained and held to be 
good and valid‘in law, and the said defendants, against 
which said suits'were brought ‘haye invariably been 
held to*infringe'said letters ‘patent and have’ been en- 
joined by injunctions, both preliminary and perpetual, 
from infringing ‘said patent. 


And your orators, therefore, pray as follows: 


‘J. That the said defendant be required by decree 
of this Honorable Court to account for and pay over to 
your orators such gains and profits as have acerued or 
arisen, or been earned or received by the said defend- 
ant, and all such gains and profits as would have 
accrued to your orators, but for the unlawful doings 
of said defendant, and all damages your orators have 
sustained thereby. 


II. That the said defendant may be compelled, by 
the order of this Honorable Court, to deliver up to the 
judicial custody for destruction, in manner to. be pro- 
vided for in said order, all infringing apparatus and 
sound records, in the possession of or under the control 
of said defendant. 


III. That the defendant, its associates, attorneys, 
servants, clerks, agents, and workmen, may be perpetu- 
ally enjoined and restrained, by a writ of injunction 
issuing out of and under the seal of this Honorable 
Court, from directly or indirectly making or causing 
to be made, using or causing to be used, selling or caus- 
to be sold, or giving away, or disposing of in any man- 
ner, or removing from the places where they’ are now 
stored, any machine or apparatus or sound record, 
embodying or constructed or operated in accordance 
with the invention or improvements set forth in the 
letters patent aforesaid. 











IV. That your Honors will grant unto your ora- 
tors, a preliminary injunction, issuing out of and under 
the seal of this‘ Honorable Court, enjoining and re- 
straining the said defendant, its associates, attorneys, 
servants, clerks,‘agents and workmen, to the same pur- 
port, tenor and effect as hereinbefore prayed for with 
regard to said perpetual injunction. 





V. That the defendant be decreed to pay the costs 
of this suit; and ' 


VI. That your orators may have such other and 
further relief as'the equity of the case may require. 

To the end, therefore, that the defendant may, if it 
can, show why your orators should not have the relief 
prayed for, and may full, true and direct answer make, 
but not under oath (answer under oath being expressly 
waived), according to the best and utmost of its knowl- 
edge, information, remembrance and belief, to the 
several matters hereinbefore averred and set forth, as 
fully and particularly as if the same were repeated 
paragraph by paragraph, and said defendants thereto 
severally and specifically interrogated, may it please 
your Honors to grant your orators a writ of subpoena 
ad respondendum issuing out of and under the seal of 


this Honorable Court, directed to said defendant, 





SIEGEL, COOPER & COMPANY 


commanding it to 
appear and make answer to this Bill of Complaint, and 
to perform and abide by such order and decree as to 
: this Court may seem just. 
And your orators will ever pray. 








Of Counsel for Complainants, 
705 Witherspoon Building, 
Philadelphia, Pa. 
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IN THE . 

QIRCUIT COURT. OF THE UNITED STATES, 
Northern !° Disrrror‘or * Illinois 
Eastern Duviston. ~ 


IN- EQUITY. : NO. 
Surr On’ BERLINER GramopHone Patent No. 534,543, i 
f 1 SBE OAS. \ i 
VICTOR TALKING MACHINE COMPANY and THE 
UNITED STATES GRAMOPHONE COMPANY, 
t Complainants, 
v 





He: ‘ STEGEL; COOPER & COMPANY 


Defendant. ‘ j 


AFFIDAVIT.OF ALBERT C.. MIDDLETON ON BE- 
HALF OF COMPLAINANTS,’ SUR MOTION 
FOR ‘TEMPORARY RESTRAINING ORDER 
AND MOTION’ FOR PRELIMINARY INJUNC- 








TION. . 
ae 1 ii ‘ if es 
Srare oF. Pennsylvania. 
| , ss. 
: County oF « ppiladelphia« \ 


H “Apert 'C.’Mippueron,’'being duly affirmed accord- 
| ing to law, deposes and says as follows: \ 
os “"T am a’citizen of the United States, and a resident j 
‘of Sea-Side Park; State of New Jersey. I am the sec- 
‘retary of the' Victor 'Talking Machine Company, one 
f of the complainants herein, which is a corporation duly 
Hh ‘organized and’ éxisting under the laws of the State of 
New Jersey, and have been secretary of the said com- 
lpany ‘since’ the' date of its organization on or about 
Oeteber 5,1901. The said company is and always has 
j ‘since its organization, engaged in the manufacture and 
‘Bo sale*of Laren machines, talking machine records and 
i fadcessories, “the particular class of machines and rec- 
} Yords manufactured by “it being what has heretofore 
H been commonly known and classified as the gramophone 








7a 


























and gramophone. disc records as distinguished from 
other type of machines, and more particularly known 
as ‘‘Victor’’ talking machines and records. : 

The said Victor Talking Machine Company owns 
and controls a large number of United States patents, 
among others, United States Patent No. 534,543, in suit, 
issued February 19, 1895, to Emile Berliner, of Wash- 
ington, .D. C., for. Improvement in Gramophone, under 
which, the. complainant, the Victor, Talking Machine 
Company, has always manufactured and still manu- 
factures its talking machines and records, which said 
pata, No, 534,543, was duly. assigned to the United 

tates Gramophone Company, a corporation organ- 
ized and existing under the laws of the State of West 
Virginia, one of the complainants herein, by Deed: of 
Assignment-as particularly noted and set forth in the 
Bill of Complaint, filed in this suit, and which Bill is 
made part of these motion papers, a copy of which 
Bill of Complaint will be duly served upon the defend- 
ant herein. By virtue of the said Deed of Assignment, 
which is ready here in court to be produced, the said 
United States Gramophone Company became, in .the 
year 1895, the sole and exclusive owner of the said 
Patent No. 534,543, among other patents, prior to the 
bringing of this suit as shown by the said Deed of As- 
signment.’ Subsequently and prior to the bringing of 
this suit, by sundry agreements referred to in the said 
Bill of Complaint, which agreements are ready in Court 
to be produced, the said Victor Talking Machine Com- 
pany, one of the complainants herein, became the sole 
and exclusive licensee under the said patent in suit, to 
manufacture, sell and use the invention, the subject- 
matter of the said patent, as noted in the said Bill of 
Complaint, and’ the complainants, the United States 
Gramophone Company and the Victor Talking Machine 
Company, were at the time of the acts complained of 
and at the time of the filing of the said Bill of Com- 
plaint, and are at the present time the sole and ex- 
clusive' owners of the legal and equitable title in and to 
said Letters Patent in suit. 

The said’ talking machines are solely adapted for 
reproducing sound from flat dise records manufactured 
by the Victor Talking Machine Company, and are sold 
for this purpose only, which machines and records are 
covered by United States patents owned and controlled 
by these complainants. The said machines and records 
are not, and cannot be used for any other purpose, and 
when sold are sold exclusively for this purpose of re- 
producing sound from these records. 

Between October , 1895, and September 28, 1901, 
the Berliner Gramophone Company, the then exclusive 
licensee under the said Berliner patents, manufactured 
gramophones and* gramophone records, the subject- 
matter of the patent in suit; and sold the same by hun- 
dreds of thousands; since the latter date, Eldridge R. 
Johnson, until October, 1901, and the Victor Talking 
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Machine Company’ since then:have' manufactured and 
sold the said patented machines and records to a very 
much larger and increasing extent, and at the present 
time the Victor Talking Machine Company is manu- 
facturing the said talking’ machines and records con- 
structed in accordance with the said patent to a larger 
extent than any other talking machine upon the market 
is'beng manufactured. The said machines and records 
have gone into,large and extensive commercial use, not 
only. in.the United States, but the said Victor Talking 
Machine, Company, has, since its organization, manu- 
factured and still manufactures the same in large quan- 
tities for'sale and 'use.in Europe, Asia and Africa, in- 
cluding ‘Australia, and. also. in South America, in all 
of:which countries ‘said’machnes have become widely 
and’ most favorably, known, and the demand for said 
talking machines and records has constantly increased, 
and ‘is now increasing, and the. said Victor Talking 
Machine Company: is ready and willing to supply said 
demand, having increased its manufacturing capacity 
for that purpose. ,!}. ‘ ’ 

With ‘the:exception of a few instances, in which 
cases suit for infringement are now pending, or! are 
about to be brought: by these complainants, the entire 
trade of this country: havei-recognized the rights of 
these complainants.in:the patent in suit, as well as the 
other patents relating to the said talking machines of 
these. complainants; the said patent rights being also 
recognized by the public in general, as well as by this 
defendant. i 

The said Patent ‘No! 534,543, in suit, as to Claims 
5 and 35 thereof has been held valid in the suit brought 
by these complainants in the’ United States Circuit 
Court for the Southern District of New York, in Eq- 
uity, No. 8627, against the American Gramophone Com- 
pany, which case was brought to final hearing upon 
full pleadings and proofs in which the defendant made 
a strong defense, and Judge Hazel, in an elaborate 
opinion filed September’ 28, 1905, adjudged the said 
Letters Patent as good and valid, and held that the de- 
fendant had infringed claims 5 and 35 thereof and that 
the complainants therein were entitled to a decree for 
an injunction and costs, a copy of which opinion is at- 
tached to this affidavit and marked ‘‘Complanants’ Ex- 
hibit B,’" and also attached to this affidavit is a copy of 
the final decree entered in said' suit, and the same is 
marked ‘‘Complainants’ Exhibit C.’”’ Thereafter, an 
appeal was duly prosecuted and was argued on its mer- 
its. before the’ United States’ Circuit Court of Appeals 
for the Second Circuit on January 17 and 18, 1906, and 
on March 1, 1906,'the said Circuit Court of Appeals, 
per curiam, affirmed the decree of the lower court sus- 
taining the validity of claims 5 and 35 and holding that 
these claims were infringed by the defendant’s struc- 
ture. (Reported 145 Fed. Rep., page 350.) A copy of 
said per curiam is annexed to this affidavit herein, and 
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ar! ed“‘*Coniplainants”" Exhibit 'D.??’ "Thereafter ‘the 
‘maridate was issued and filed, and a final decree entered 
in’ the’ United. States ‘Circuit’ Court for the Southern 
District of New York,‘on April 6, 1906, a copy of which 
js" annexed to this affidavit; and ‘marked “Complain- 
ants’ Exhibit E,’’ and or "the same day a perpetual in- 
junction was issued and was served upon the defend- 
ant. '' 
























































At'the time that the. Patent, No. 534,543, in suit, 
was before the Court in said suit "against the American 
‘Graphophone Conipany so decided by the Court of Ap- 
peals,'two other suits,'under this patent, were pending 
in said‘ United States Cirenit, Court for the Southern 
District of New York, one against Leeds & Catlin Com- 
‘pany; in equity, No. "8797, and the other against the 
Talk-O-Phone Company, in equity, No. 8859, and after 
Said’ patent was 0 sustained by the Court of Appeals, 
in the’ suit against the American, Graphophone Com- 
pany, a motion for preliminary injunction was made 
in"each of said suits against the Leeds & Catlin Com- 
pany, and the Talk-O-Phone Company. These motions 
for preliminary injunctions were argued before the 
Honorable Cireuit Judge Townsend, upon a volumi- 
nous record on behalf of the defendant in opposition, 
defendant’s opposing ‘affidavits covering about 200 
typewritten pages, containing about 640 folios, while 
the defendant’s exhibit, letters patent, was a book of 
135"pages. It was argued at length and voluminous 
briefs were filed and every conceivable defense was 
brought forward, but Judge Townsend, in an opinion 
filed April 26, 1906, a copy of which opinion is attached 
i to ‘this affidavit, and marked ‘‘Complainants’ Exhibit 
ae F,’ and which is reported in 146 Fed. Rep., page 534, 
granted the motion. In said opinion Judge Townsend 
granted leave to the defendants to move for a stay of 
injunction pending the decision by the Court of Ap- 
peals, the’ defendant, the Leeds & Catlin Company, be- 
ing required: to file a bond of Ten Thousand dollars 
($10,000),' while ‘the Talk-O-Phone Company were re- 
quired 'to file a bond of Twenty-five thousand dollars 
($25,000), to indemnify the complainants for damages 
and profits due to infringenient, accruing during the 
period of said stay. Decrees were entered in accord- 
i ance with Judge Townsend’s opinion, granting the said 
preliminary injunction. Thereafter, the defendants, 
Leeds ‘& Catlin Company and the Talk-O-Phone Com- 
pany, took and perfected appeals, the transcripts cov- 
ering about 350.pages. These appeals were argued be- 
fore the Cireuit Court of Appeals for the Second Cir- 
euit; on October 11th and 12th, before the Honorable 
Cireuit Judges Wallace, Lacombe and Coxe. Volumi- 
nous briefs were filed on behalf of each party, cover- 
ing each about 215 pages. An elaborate argument on 
behalf of the defendant-appellant was made before the 
said Cireuit Court of Appeals for the Second Cir- 
cuit, and it was also argued on behalf of complainants- 








appellees on October 11th cl 12th, 1906, and on Oc- 


tober'12;'1906;thé Honorable'J tidge’ Wallace, speaking! 
for ithe ‘said Cireuit Court'‘of ‘Appeals’ for the Sec- 
ond Circuit in'a*per curiam, “airs, in open Court for 
the'decree!of the lower court, hereinbefore referred to, 
granting: -spreliminary, injunctions ‘against ‘the Leeds & 
Catlin"\Compaiiy- and: the .Talk-O-Phone' Company, in 
the'said suit, the'same being reported in 148 Fed. Rep., 
1022, and: thereafter, i in conformity with the'said opin- 
ion of the Circuit Court of Appeals for the Second Cir- 
cuit, mandates were dulyiissued and filed, and decrees 
for preliminary injunctions in' conformity ‘with the said 
mandates were filed in the United States Cireuit Court 
on October: 27, 1906, in both of said suits, and a copy 
ofthe, decree on preliminary injunction in the said 
Leeds & Catlin Company suit is annexed to this affi- 
davit and marked ‘‘Complainants’ Exhibit ‘G’,’’ and 
in. conformity ;with the said decree a preliminary in- 
junction was. issued October 27, 1906, and served upon 
the defendant, the Leeds & Catlin Company, on Oc- 
tober 29, 1906, restraining and enjoining the defend- 
ant from infringing Claims 5 and 35 of said Letters 
Patent, No. 534,543, in suit. 

Subsequent to the issuance and service of said 
preliminary injunction of the Leeds & Catlin 
Company, on October 20, 1906, the said Leeds & Catlin 
Company continued’ to sell dise talking machine rec- 
ords, one of the two elenients of the claims, which were 
sustained by the Cireuit Court of Appeals, and on the 
nineteenth day of November, 1907, an attachment for 
contempt was filed and later argued before the Honor- 
able Judge Lacombe, the defendant filing affidavits and 
exhibits, in opposition to said attachment, contending, 
among other things, that the Victor Talking Machine 
Company, by manufacturing and selling talking ma- 
chines or reproducers, one element of the sustained 
claims, gave the defendants, the Leeds & Catlin Com- 
pany, an implied license to manufacture and sell the 
records, the other element of the sustained claims. 

The Honorable Judge Lacombe, however, held the 
sale of the said disc’ talking machine records by the 
defendant to be a’ violation of the injunction, and in 
contempt’ of Court, imposed a fine of $1000, in 
an‘ opinion’ dated January 5, 1907, and reported 
in 150 Fed.’ Rep., page 147, a copy of which opin- 
ion is attached hereto and marked ‘‘Complainants’ Ex- 
hibit H.’? A copy of the decree entered in view of 
Judge Lacombe’s opinion holding the defendant in con- 
tempt, is attached hereto and marked **Complainants’ 
Exhibit I.’’ 

The payment of said fine was sunpended pending 
an ‘appeal, and the defendant took and perfected an 
appeal in the Circuit Court of Appeals for. the Second 
Cireuit, which was’ duly argued before the Honorable 
Circuit Judges Wallace and Coxe, and the Honorable 
District Judge Hough, and briefs for the opposing par- 
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ties were. filed...On May 2, 1907,-an opinion was filed 
in, the:United-States Circuit Court of Appeals affirm- 
jing the, decree of;the lower Court, holding said defend- 
ant in contempt’ and imposing a fine of $1000, the opin- 
ion) being \byCireuit Judge Coxe and District Judge 
Hough, Circuit Judge Wallace dissenting, the same be- 
dng reported in 154 Fed. Rep., page 50, a copy of which 
opinion is attached hereto and marked ‘‘Complainants’ 
Exhibit J.”” 

i On.petition ‘of the Leeds & Catlin Company, the 
Supreme Court of the United States, on May 27, 1907, 
granted writs of certiorari (206 U. S., page 796), to 
review<the ‘said decree for injunction, and the said 
judgment for contempt against the said Leeds & Catlin 
Company. The hearings on the said writs of certiorari 
were had beforethe Supreme Court of the United States 
January 15 and ‘18, 1909, nearly two days being occu- 
pied.in the oral argument by counsel for the respective 
parties, and exhaustive briefs were filed on behalf of 
each of the said parties. Thereafter, and on April 19, 
1909, the Supreme Court of the United States ren- 
dered its decisions upon each of the said cases, and 
unanimously affirmed the decree and judgment of the 
Circuit Court of Appeals for the Second Circuit which 
had previously affirmed the decree of the Circuit Court 

ranting preliminary injunction against the said de- 
endant, Leeds & Catlin Company, and also its judg- 
ment affirming the decree of the Circuit Court, finding 
the defendant, Leeds & Catlin Company, in contempt 
for violation of the preliminary injunction. Copies of 
the opinions of the Supreme Court of the United States 
are attached hereto and marked ‘‘Complainants’ Ex- 
hibit K’’ and ‘Complainants’ Exhibit L.’’ 

One of the most recent opinions of the Court bear- 
ing upon Claims 5 and 35 of the Letters Patent, No. 
534,543, in suit, is that of Judge Hough upon complain- 
ants’ motion for preliminary injunction in a suit 
brought by these same complainants. in the Circuit 
Court of the United States for the Southern District 
of New York against William H. Hoschke and others. 
defendants, for infringement of said Claims 5 and 35 
of said patent in suit. Oral argument of said metion 
was had before Judge Hough on December 6, 1907, 
upon a voluminous record, complainants’ moving pa- 
pers consisting of 125 typewritten pages and defend- 
ants’ opposing papers of 110 typewritten pages. Ex- 
haustive briefs were submitted on behalf of the parties. 
In the opinion dated December 27, 1907, and filed De- 
cember 28, 1907, Judge Hough granted complainants’ 
motion for a preliminary injunction against the de- 
fendants, Hoschke, et al. A copy of said opinion is 
annexed hereto and marked ‘‘Complainants’ Exhibit 
M,’’ and subsequently a decree in conformity with said 
opinion of Judge Hough was entered. 

Another regent suit in one of the United States 
Cireuit Courts under the patent in suit was that in the 
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Southern Division of the Western District of Michigan, 
brought by these complainants against the Duplex Pho- 
nograph Company for infringement of the patent in 
suit by reason of the sale and manufacture of a talking 
machine which employed a spring contrivance to press 
the reproducer toward the center of the record. The 1 
case was argued before Judge Knappen upon plead- 
ings and voluminous proofs, exhaustive briefs being 

, filed, and was taken under advisement by the court, 
and Honorable Judge Knappen, on May 27, 1909, filed 
an opinion deciding the case in favor of these com- 
plainants, and ordering the issuance of an injunction 
and an accounting of damages and profits. 

In this opinion, Judge Knappen followed the opin- 
jon of the Supreme Court of the United States, and al- 
so defined the scope of the patent and held such spring 
contrivance came within the scope of Claims 5 and 35 
of the patent in suit, a copy of which opinion is annexed 
hereto and marked ‘‘Complainants’ Exhibit N.’’ 





The Victor Talking Machine Company manufactures and 
sells various styles of talking machines and sound records, 
and the said sound record so manufactured and sold by the 
Victor Talking Machine Company, one of which isready in court 
to be produced, is a flat disc of indestructible material, in 
the face of which is a spiral groove of even depth having 


Laberal undulations representing the sounds to be produced. 








The stylus of the sound box of the reproducing apparatus en- 
gages the record groove of complainants' sound record, and 

when the latter is rotated. with the turn-table the stylus is 
laterally vibrated to set up vibrations in the sound box dia- , 
phragm corresponding to those recorded in the sound record 
groove, and at the same time said spiral record groove propels 
the stylus and reproducing apparatus automatically across the 


surface of the sound record independent of any other means. The 





Victor Talking Machine Company has manufactured and sold talk- 





ing machines and sound records made as above described in ac- 
cordance with the patent in suit ever since its incorporation 


in October, 1901, 


The said complainants' sound records manufactured by, 




















































- Pia 





ie i ae ai es m 2 a 
ee ~ the Victor Talking Machine Company are. manufactured for use 





Ke only in connection with the reproducing apparatus of the 


Letters Patent in suit. 





The Victor Talking Machine Company, one of the com- 
i plainants herein, has expended large sums of money in develop- 
ing this type of sound records, and in placing the same on the 
market, and in advertising and introducing the said sound 
records into public use and has established a high reputation 
therefor and the said sound records have become a-popular and 
commercial article, and a large and increasing demand has 

been created which the said Victor Talking Machine Company is 
j ready to supply. 

The defendant has on hand, and has been selling, and 
is now selling, infringing sound records made by, as I am in- 
formed and believe, the Leeds & Catlin Company, ® corporation 
organized and existing under the laws of the State of New York, 

i and having its principal place of business in the City of New 
York, in said state. These sound records so sold by the de- 
fendant and manufactured by, smong others, the said Leeds & 
Catlin Company, sre similar in construction and identical 

in operation with the Victor T:lking Machine Company's sound 
records. The said Leeds & Catlin Company to which }¥ refer, is 
the defendant in the suit brought by these complainants in the 
United States Circuit Court for the Southern District.of New 
York, hereinbefore referred to and are in every respect 
similar in construction and are employed to reproduce the 
sound in the same manner as the said sovnd records 50 manu- 


factured and sold by the said Leeds & Catlin Company, and for 







the selling of which they were held in contempt for violation 


of the preliminary injunction snd fined One Thousand Dollars, 






which judgment of the Circuit Court was affirmed by the Circuit 











~Courtnofmapp 


Court of the United States. 































The disc sound records sold by the defendant, and 
manufactured by the Leeds & Catlin Company, are the same 
structurally, as the Victor Talking Machine Company's sound 
records, and are operated to produce sound in the same manner 
and, as in the patent in suit, and such a dise sound record is 
constructed and is tncapable of use except in reproducing the 
sound in such manner, and is only intended to be and can only 
be used in the combination of claim 35, and in the method of 
claim 6 of the patent in suit, and that it is incapable of use 
except in reproducing sound in the combination of claim 35 
and in the method of claim 5 of an in suit. I find 
that the reproduction of sound when employing the defendant's 
sound record, is identical with the operation of reproducing | 
sound with the Victor Talking Machine Company's records, and 
that in so reproducing sound, the same reproducing stylus must 
be used as specified in claim 35 of the patent in suit, and in 

| accordance with the method of claim 5 thereof, 
| I find further that both complainants' and defendant's 
records are only capable of use with sound reproducing apparatus 


use in 
of the patent in suit, and whan in/operation, the spiral 





groove in both complainants' and defendant's records of even 
depth with lateral undulations in the sides thereof not only im- 
parts to the stylus of each machine or reproducing apparatus 
which travels in said groove, lateral vibrations which are im- 


parted to the diaphragn to reproduce the recorded sound, but 





said spiral groove automatically propels the stylus and the 


reproducing apparatus across the face of the record from the 





beginning to the termination of the selection recorded upon 


said record. 
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ai 8 I stated before defendant's reco 


identical construction of record from which the said Leeds, 
Catlin Company was enjoined from selling, and for selling which 
it was fined One Thousand Dollars ($1000) for contempt, and 
these defendant's records were manufactured by the Leeds & 
Catlin Company and sold to the defendant herein. 

The complainant, the Victor Talking Machine Company, 
has made and sold the said reproducing apparatus, one element 


of the said claims for reproducing sound from the said disc 


records, the other element of said claims in large quantities 






since the organization of the company in October, 1901, and hes 






spent several millions of dollars in advertising the same and in 






perfecting the said reproducing apparatus and records, and 







since the organization of the said complainant, the Victor 


Talking Machine Company, it has made and sold several millions 







of the said records for use in said combination for repro- 


ducing sound recorded thereon, through the medium of its sound 






reproducing apparatus, for which there is a lerge and 






incressing demand. Unless the preliminary injunction against 





the said defendant, prayed for in the bill of canplaint herein, 







is granted by this Honorable Court in the exercise of equity 


jurisdiction, great and irreyfrable damage and injury will be 






done to these complainants by the infringement complained of in 






the bill of complaint herein, not only by reason of the con- 






tinued infringement itself, whereby profits from the manufac- 






ture and sale of the said reproducing apparatus are taken away 






from these complainants, but also by reason of the effect of 






such continued infringement upon the said complainants' trade, 





encouraging others to violate the complainants' said patented 




















rights, which have been frequently upheld in the several quits ; 


hereinbefore mentioned. 
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COMPLAINANTS’ EXHIBIT NV AE 


In tHe Crrourr Covrr or tHe Unirep Srares ror THY 
Wesrern District or Micuican, Sournern Division. 


nodiau paren 
In Equity. 


Victor Talking Machine Company and United States 
Gramophone Company, 
Complainants, 
v. 


Duplex Phonograph Company, 
Defendant. 


ON FINAL HEARING. 


The. suit is upon Patent No. 534,543, issued Feb- 
ruary 19,.1895, to Emil Berliner, complainants’ as- 
signor, for improvements in machines for recording 
and reproducing sound,, called in the patent ‘‘gramo- 
phone.’’. Claims 5 (relating to method) and 35 (relat- 
ing to apparatus for reproducing sound) are alone 
involved here. They are as follows: 


(5).\‘*The method of reproducing sounds 
from a record of the same which consists in vibrat- 
ing a stylus and propelling the same along the 
record by and in accordance with the said record, 
substantially as described.’’ 

(35) ‘‘In a sound reproducing apparatus con- 
sisting of a traveling tablet having a sound record 
formed thereon and a reproducing stylus shaped 
for engagement with said record and free to be 
vibrated and propelled by the same, substantially 
as described.’? 


The'defense made here is that the patent is void, 
first, because of anticipation (a) by Edison (b) by Bell 
& Tainter; second, because of public use more than two 
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years prior to the application for the patent; third, 


ibecause, the ;claims in, question. cover, as alleged, 


nothing more:than the functions of Berliner’s patent; 


»fourth, because of the expiration on February 11, 1899, 


of a’ Canadian ‘patent, applied for by Berliner in the 
name of Suess, who assigned the patent to him; and, 


fifth, because of the expiration of! certain British, 


French and German patents issued to Berliner. 

The claims in suit have already been several times 
before the courts. In what is known as the ‘‘Original 
ease,’’, decided in 1905 by the Circuit Court for the 
Southern District of New York, it was held that the 
Berliner patent in suit was not anticipated; that it 
discloses patentable invention, and that it is not inval- 
idated by prior public use of the invention or by aban- 
donment (Victor Talking Machine Co. vy. American 
Graphophone Co., 140 Fed. Rep. 860). This decision 
of the Circuit Court was in 1906 affirmed by the Circuit 
Court of Appeals for the Second Cireuit (145 Fed. 
Rep. 350).: In. Victor Talking Machine Co. v. Talk-O- 
Phone Co., and in the case of the same complainant 
v. Leeds & Catlin Co., on motions for preliminary 
injunction, the patent was again held valid as against 
several defenses, some of which were then newly as- 
serted, including the defense that the patent had ex- 
pired with certain foreign patents (146 Fed. Rep. 
534). This decision was affirmed by the Court of Ap- 
peals (148 Fed. Rep. 1022). In Leeds & Catlin Co., 
v. Victor Talking Machine Co., an order of the Circuit 
Court, adjudging the complainant guilty of contempt 
in violating the injunction issued under the decision 
last referred to (150 Fed. Rep. 147), was affirmed by 
the Circuit Court of Appeals (154 Fed. Rep. 58). The 
two decisions of the Circuit Court of Appeals last re- 
ferred to were affirmed by the Supreme Court of the 
United States April 19, 1909 (cases Nos. 80 and 81, 











not, yet reported).. Several other cases have been 
heard .on motions for preliminary injunction, based 
upon the decree in the original case sustaining the 
patent. 

The defendant’s contention that the patent in 
suit has expired by reason of the claimed expiration 
of the Suess Canadian patent, as well as the proposi- 
tion that claim 35 is invalid, as covering merely a me- 
chanical function, were expressly decided by the Su- 
preme Court adversely to defendant’s contention in 
the Leeds and Catlin case, No. 80, A denial of the 
claim that the patent in suit expired with the other 
foreign patents. results from that decision. The re- 
maining defenses now urged have, either expressly or 
by, apparently necessary implication been rejected by 
the Circuit Court and the Circuit Court of Appeals in 
one or, more of the cases above referred to. Those 
decisions, while not binding upon me, are entitled to 
high consideration. An examination of the record and 
briefs fails to bear out the proposition that the 
“original case’? was presented upon an insufficient 
record and without strenuous contest. 

As to the defense of anticipation: As is well 
known, Edison was the pioneer inventor in the art of 
recording and reproducing sound. His records were 
made by vertical vibrations, producing in a pliable 
material indentations (as distinguished from a groove) 
corresponding to the sound waves which caused the 
vibrations. He was followed by Bell & Tainter, whose 
record consisted of a groove of even width but of vary- 
ing depth, the elevations and depressions at the bottom 
of the groove corresponding to the sound waves which 
produced them. ‘In the reproduction of sound thus 
recorded, both Edison and Bell & Tainter used positive 
mechanical means for carrying the reproducing stylus 
across the record (or for conveying the record past the 





stylus), and thus keeping the stylus in engagement 
with the record. In Berliner’s patent the sound vibra- 
tions produce a laterally undulating ‘spiral line or 
groove of even depth, the inequalities caused by and 
representing the sound vibrations being upon the sides 
of ‘the grooves, the record tablet being composed of a 
hard, resisting material, and taking the form of a disk. 
In reproducing sounds the patent in suit dispenses with 
mechanical means for conveying the stylus across the 
record, and by the mere engagement of the reproduc- 
ing stylus with the record groove, the former being by 
the latter vibrated laterally by its unlulations, is by 
the record groove itself guided and propelled in ac- 
cordance therewith. .This constituted the ‘‘auto- 
matic,’’ or ‘‘feed from the record,’’ feature which the 
claims under consideration are designed to protect. 

The claimed anticipation by Edison is based upon 
this situation: The specifications of British Patent 
No. 1,644, issued to Edison, April 24, 1878, show a 
figure 34, representing a disk centered upon a horizon- 
tal shaft, the disk having on each of its opposite faces, 
and in apparent engagement therewith, a reproducing 
apparatus, the separate carrying arms of the repro- 
ducers connecting with opposite sides of a block, cen- 
tered on a horizontal shaft below and at right angles 
with the shaft carrying the record disk. The only 
reference in the specifications to this figure 34 is in 
these words: 

“‘Bigure 34 is a perspective view showing a 
double phonet (reproducer), there being a spiral 
line of indentations on each side of the revolving 
disk d, one phonet coming into action as the other 
finishes: in this case the spirals should be in op- 
posite directions, so that the disk continuing to 
revolve in the same directions, moves one phonet 
from the center outwards, and then the other 
phonet is connected and moves back towards the 
center; this may be used as a toy.’ 





It is this figure 34 and the description referred to 
iwhich are relied upon as showing that Edison was 
familiar:with the idea of propulsion of the reproduc- 
“ing stylus by.and in accordance with the record. None 
of the claims of the patent suggest such automatic pro- 
pulsion.’It is by no means clear that figure 34 discloses 
or is intended to disclose a device by which the stylus 
and sound box shall:be propelled and guided across the 
face of the record by the record itself, and without the 
use of. independent’ mechanical means. Nor is it by 
any means:clear that the figure discloses or is intended 
to disclose a record groove with undulating sides hy 
which; the’ stylus, through its impingement upon the 
sides of the groove, is vibrated and propelled. On the 
contrary, the record is expressly referred to as a 
‘<spiral line of indentations.’’? The disclosure of a 
record automatically vibrating and propelling the 
stylus is, to say the least, vague. This same figure 34 
has been so characterized by Judge Shipman in Ameri- 
can Gramophone Co. v. Leeds 87 Fed. Rep. 873,877. 
While this figure 34 was not discussed in the opinion of 
‘the Court or in briefs of. counsel in the ‘‘Original 
case,’’ the answer set up the Edison patent in question 
as.an anticipation; and in the Talk-O-Phone case 
figure 34 was discussed in briefs of counsel. The bur- 
den is upon the defendant to show anticipation. It is 
not claimed that any practical use has been made of 
the feed-from-the-record idea until by Berliner and his 
assignee, whose efforts have materially advanced the 
art of reproducing sound and made the feed-from-the- 
record machine a great commercial success. In such 
circumstances,’ the identity of methods and results 
being to say the least, doubtful, the doubt must be 
solved in favor of complainants. Walker on Patents, 
4th ed. sec. 76; Simonds Rolling Machine Co. v. Hat- 
horn Manf’g Co., 93 Fed. Rep. 958. The conclusion 


















at eed 


Dot aes ee 


reached is that the patent claims in suit were not an 
ticipated by Edison. 

In support of the alleged anticipation by Bell & 
Tainter, reliance is had, first, upon a paper (known as 
the ‘‘Volta Laboratory paper’’) deposited by them in 
the Smithsonian Institute in October, 1881, nearly four 
years before the making of their application for United 
Sates Patent No. 341,214, which was applied for June 
27, 1885, and issued May 4, 1886; second, upon certain 
language in the specifications of that patent; and third, 
the testimony of Dr. Bell taken during the litigation 
over the patent in suit. Neither the Volta Laboratory 
paper nor Dr. Bell’s testimony were before the Court 
in the ‘‘original case.’? In the Volta Laboratory pa- 
per, the, invention of cutting and engraving the orig- 
inal record, as distinguished from indenting, was re- 
corded; and it is also stated that the record groove 
might. be either of the vertically undulating variety 
or the ‘‘wavy zizzag line of uniform depth,” ‘‘in a 
plane parallel to the surface of the prepared sub- 
stance.’’ One of the aims of declarants was said to be 
“‘to devise a means of reproducing the sounds without 
touching the record, so as. to avoid deterioration;’’ 
and it was stated that publication was withheld in the 
hope that the efforts of the inventors might result in 
a ‘‘more simple form of apparatus adapted for pop- 
ular use.’’ The language of the specifications referred 
to is this: 

“‘The invention consists, fourthly, in loosely 
mounting the reproducing style so that it can read- 
ily be guided by the record. Preferably a repro- 
ducing style, or rather what may be called the 
‘head’ of the reproducing instrument, is mounted 
on a universal joint, and the style is pressed 
against the record by the yielding pressure of a 

spring or weight.”’ 





jus Dhere is no suggestion in.either the Volta Labora- 
tory. paper, or in the. patent specifications or claims 
of,.propelling the stylus by means of the record. In 
Dr. Bell’s testimony it is stated that he was aware, 
prior to the application for the Bell & Tainter patent 
under consideration, of the capacity of the record 
groove, in yarious forms of records made by him, to 
feed the reproducing stylus laterally across the record, 
but that he preferred the mechanical feed because (in 
substance) the automatic method required a lever so 
long as. to.make it:impracticable; and that while a 
short lever would follow the record to some extent, 
it could not be relied upon to remain in the groove. The 
most that can be claimed for the testimony of Dr, Bell 
is that Bell & Tainter knew that the stylus could be 
fed by the record, but did not regard such method val- 
uable.and did not use or claim it, but abandoned such 
partial discoveries as they, had made in that regard. 
So far as the invention in:question may be found to 
have been disclosed. by. the patent specifications, it 
would seem to have been abandoned by failure to claim 
it. Miller v. Brass Co., 104 U. S., 350. It appears that 
in the machines constructed according to the Bell & 
Tainter method the stylus would, in fact, follow the 
record for an'insignificant distance without mechani- 
cal help, and it is now urged that by lengthening the 
“‘tone arm’’ the same result could have been accom- 
plished in Bell & Tainter’s invention as under that of 
Berliner. But it is not claimed that, as disclosed by 
the Bell & Tainter patent, or as the apparatus was ac- 
tually made or constructed under that: patent, the re- 
producing stylus was capable of being propelled across 
the record over its entire face. The fact that in the 
Bell & Tainter device the stylus would, without me- 
chanical means, follow the record for an insignificant 
distance, was purely incidental. The flexibility of ad- 








justment of the reproducer was apparently designed 
only to permit.the stylus, by the force of gravity, to 
come in contact;with the bottom of the record groove. 

The: alleged’ public use of the Berliner invention 
two years before application for the patent in suit is 
predicated upon this situation: On November 17, 1887, 
Berliner applied for Patent No. 564,586, which was is- 
sued July 28, 1896. ‘The application described the in- 
vention covered by claims 5 and 35 of the patent in 
suit, but the invention was not included within the 
claims made. ‘On March 30, 1892, and thus while the 
application for the later issued patent was still pend- 
ing, the application of the patent in suit was filed. 
On November 12, 1887, and again on August 18, 1888 
(and thus after the application under which Patent No. 
564,586 was issued), Berliner published an article in 
wwe. Electrical World relating to his discovery, and on 
May ‘16, 1888 (likewise after the filing of the applica- 
tion for the patent last mentioned), read a paper before 
the Franklin Institute, in which he disclosed the inven- 
tion covered by claims 5 and 35 of the patent in suit, 
which had not yet been applied for. The invention was 
not publicly used (unless in the manner stated) before 
the issue of the patent in suit. The Cireuit Court of 
Appeals for the Second Circuit, without passing upon 
the effect of the publication and lecture us a public use, 
held that the specifications in the patent first applied for 
but subsequently issued were broad enough to war- 
rant the claims in question; and as the application for 
such secondly issued patent was subject to amendment 
by adding the claims here in suit, no abandonment could 
be predicated on the fact that the claims were taken 
under a later application while the earlier was still 
pending, rather than by the amendment of the earlier 
application (145 Fed. Rep., 351). This holding of the 
Cireuit Court of Appeals is assailed as subversive of 
well settled rules announced by authorities referred to 
























in Tie Plate Co, v. St. Louis Transit Co., 137 Fed. Rep., 
80,.and Western Elec. Co. v.. Sperry Elec. Co., 58 Fed. 
Rep, '186, and by,the.case of Smith v. Goodyear Dental 
Vuleanite Co., 93 U, S.,.486..I find nothing in either of 
the cases cited opposed to the decision of the Circuit 
Court of Appeals, and the rule announced by that Court 
impresses me as sound..} Questions relating to actual 
or constructive abandonment of invention are questions 
of fact,.and every. reasonable doubt relating to such 
questions should be solved in favor of the patent. 
Walker on Patents, 4th ed. sec. 108 and cases cited. In 
my opinion, the defense under consideration is not sus- 
tained. 4 

.{Is-claim,5 void as covering a mere function of 
Berliner’s apparatus? The validity of this claim turns 
upon the question whether it,is to be construed as cov- 
ering a mere function of operation of a machine, or 
whether, on the other hand, it is to be construed as 
covering the method of reproducing sound by ‘‘phonet- 
ically vibrating the stylus by the record undulations, 
and at the same time, by the same means, advancing 
or propelling, a phonetically vibrated stylus across a 
record tablet throughout the entire length of the sound 
record to be produced.’’ The more prominent decis- 
ions affecting the application of the rule of construction 
are cited and discussed in Risdon Iron & Locomotive 
Works v. Medart, 158 U. S., 68. The question present- 
ed.is not free from difficulty. Taking into account the 
presumption of validity and the course of the prior de- 
cisions upon these claims, I am disposed to hold claim 
5 valid as against the objection in question. 

The question of infringement remains: 

In my opinion, the claims of the patent in suit 
should be construed as covering the reproduction of 
sound by means of a vibrating stylus engaging with a 
laterally undulating groove of the sound record, and 
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free to be vibrated and propelled thereby without other 
mechanical assistance. 

The bill in’ this cause was filed February 11, 1907. 
Until at least'as late as October, 1906, defendant’s ma- 
chine was constructed and operated, in every respect 
material to this case, identically the same as that of 
complainant, and in the machine as so constructed the 
reproducing stylus was plainly operated ‘‘by and in 
accordance with the record,’’ unaided by any other feed 
mechanism. The defendant’s machine, as so construct- 
ed, is a clear infringement of the patent in suit. For 
some months before this suit was begun, defendant 
had been notified by complainant of its infringement, 
and had unsuccessfully negotiated with the latter for 
a license to manufacture under complainants’ patent. 
When this suit was begun complainant had not been 
advised that defendant’s machines were constructed or 
were claimed to be constructed otherwise than as above 
stated. ‘It appears by the answer and proofs that about 
October, 1906 (which was about the time of the decis- 
ion of the Circuit Court of Appeals in the Leeds and 
Catlin case), the defendant began using, at least experi- 
mentally, near the bearing of the bracket which sup- 
ports the framework carrying the horns (to which are 
attached the reproducer and stylus) a weak, unadjust- 
able, spiral spring, one end being attached to the 
bracket and the other end to a pin projecting from the 
tramework carrying the horns. In November, 1906, de- 
fendant applied for a patent on this device, which was 
refused on interference. Since Jamuary, 1907, defend- 
ant has been putting out all its machines with such coil 
spring deyice attached, claiming justification therefor 
by license under patent No. 884,963, issued April 14, 
1908, to Valiquet. It is defendant’s contention that 
when this spring is not used (as in complainant’s de- 
vice) the stylus point presses against and is carried by 
the outer wall of the record groove; that by the use of 

































the spring the pressure of the stylus is taken from the 
outer wall and brought against. the inner wall of the 
groove, whichis claimed, by defendant to be more reg- 
ular,than the outer wall, and thereby the wearing away 
of the record groove is prevented—the spring acting as 
a sort of,‘‘restrainer’’ upon the stylus, permitting less 
“wobbling’? and giving ‘‘greater fidelity to the record.’’ 
The, defendant. characterizes the pressure of this, coil 
spring as an ‘‘elastic mechanical, feed,’’ and as posi- 
tively producing a ‘‘yielding pressure propulsion,’’ and 
insists that there is thus created a ‘‘variable mechan- 
ical pressure,’? equally distinct from the Edison me- 
chanical feed and the Berliner automatic feed; and that 
when this spring is used the stylus is no longer pro- 
pelled by the record, but is propelled solely by the 
spring. 

I am not impressed with this contention. It is true 
that the effect of the attaching of this spring is to cause 
the sound box, when no stylus is attached, to move rap- 
idly, but not uniformly from the periphery of the record 
to and past the inner edge of the record spiral; such 
movement ordinarily occupying about two seconds in 
time; the reproduction of the record, and thus the pro- 
gressive feeding of the stylus thereto, requiring usually 
at least as many minutes. On the other hand, if the 
stylus is attached to the reproducing box, the latter will 
not travel in the slightest degree across the record ex- 
cept as the record disk revolves in engagement with the 
stylus box; for the reason that the slight, almost hair- 
line roughness of the record, caused by the groove cut 
therein, is sufficient to overcome the effect of the spring. 
The testimony is in conflict as to the-extent to which, 
during operation, the stylus is held by the spring 
against the inner wall of the record groove; but it sat- 
isfactorily appears that the spring does, in large part, 
at least, relieve the pressure from the outer wall of the 
record groove, the stylus following and putting the 

















greater pressure upon the inner wall; although in view 
of; the, diminutive .size of the regard groove, and tle 
sloping ¥ walls, thereof, the needle appears to be vibrated 
by, and, to some extent to come into contact with both 
sides of the record groove. The testimony indicates a 
possibility, by the use of defendant’s spring device, of 
using a groove with a record on but one face. It is 
conceded that the untrained ear cannot distinguish be- 
tween the operation of the machine with or without 
the spring.,. This is easily seen by alternately attaching 
and,.detaching. the spring, which can be done readily 
and instantly by inexperienced fingers during the re- 
production of} the record, and without interference 
therewith.. Whether the trained ear can distinguish 
the difference is at least doubtful. The eye, as would 
be expected, can detect no difference in the position of 
the stylus or the method of propulsion, whether the 
spring is off or on.. Complainant’s records are as well 
adapted to use on defendant’s machines as on those of 
complainant and are regularly used thereon. 
Considering the evidence most favorably to de- 
fendant can the spring in question be regarded as me- 
chanical feed?.. It must be conceded that the term ‘‘pro- 
pelled’’ as used in the patent claims is the equivalent of 
“progressively fed.’? The only object of such pro- 
pelling is to feed the stylus to the record. It was as 
distinguished, from the mechanical methods of Edison 
and of Bell & Tainter that the patent claims in question 
were allowed. Having in view the invention, and the 
purpose of propelling the stylus, it seems clear that 
the spring in question is not a positive mechanical feed, 
and that notwithstanding the use of the spring, the 
stylus in defendant’s machine is still free to follow the 
record and is propelled by and in accordance with the 
record. The-stylus cannot move across the record ex- 
cept as the record carries it, and must entirely cease 























its movement when the movement of the record stops; 
while in a positive mechanical feed, as for example, the 
feed screw in the Edison phonograph, the reproducer 
travels uniformly and progressively across the record, 
even when the stylus is not in engagement therewith. 
I am not impressed with the suggestion that the issuing 
of the Valiquet patent affords any strong prima facie 
evidence of a patentable difference between the inven- 
tion covered by it and that of Berliner. The specifica- 
tions of Valiquet suggest that the device in question can 
readily be attached to existing ‘‘feed from the record’”’ 
machines, and it would seem that the inventor more 
accurately expressed his idea of the invention (so far 
as the spring is concerned) in the statement that by the 
use of the spring the stylus was ‘‘restrained against 
excessive movement by said record groove.’’ But be 
that as it may, and conceding, for the purposes of this 
opinion, that the defendant’s spring may increase the 
efficiency of complainant’s device and thus be an im- 
provement thereon, if it does not change the principle 
of its operation and is founded upon the rights of in- 
vention secured by the complainants patents, it is none, 
the less an infringement. Walker on Patents, 4th ed., 
sec, 367, and cases cited; Western Elec. Co. v. LaRue, 
139 U.S. 601; Duff Manf’g. Co. v. Forgie, 78 Fed. Rep. 
626. It seems not unworthy of note, that a tilting of 
the machine, and thus the application of gravity, would 
have the same effect as the coil spring in causing the 
pressure of the stylus to be relieved from the outer wall 
and put upon the inner wall of the record groove, and 
thus the stylus be ‘‘restrained against excessive move- 
ment by the record groove.’’ It is possible that if de- 
fendant’s machine should be so constructed as to be 
capable of use only with the spring and with a one wall 
record, it might not infringe complainant’s patent; on 
this point, I express no opinion. But, in my opinion, 












































defendant’s machines as constructed and sold, and 
capable as they are of use both with and without the 
spring, and used as they are in connection with com- 
plainant’s two-sided records, and in the method of oper- 
ation of complainant’s machines, protected by their pat- 
ents, the defendant’s machines do infringe. A like con- 
clusion was reached, with respect to what seems a simi- 
lar device, in Victor Talking Mach. Co. v. Hoschke, 158 
Fed. Rep. 309. ‘The complainant is entitled to the usual 
interlocutory decree for injunction and accounting. 


LOYAL E. KNAPPEN, 
U. 8. District Judge. 


May 27th, 1909. 
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